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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 51-53 and 70-78 is/are rejected. 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of Group II (Claims 51-53) in the reply filed 
on 4/16/2008 is acknowledged. Applicant's election of the following in the same reply is 
also acknowledged: the composition of Claim 37 in which Y is H 2 C=C(CH 3 )-CO-0; B is 
CH 2 -CH 2 and X is a compound of general formula III in which m is 2 and each R 5 is 
CH 3 . 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 72 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Where applicant acts as his or her own lexicographer to specifically define a term 
of a claim contrary to its ordinary meaning, the written description must clearly redefine 
the claim term and set forth the uncommon definition so as to put one reasonably skilled 
in the art on notice that the applicant intended to so redefine that claim term. Process 
Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. 
Cir. 1999). Claim 72 depends from Claim 35. The term "zwitterionic group" in Claim 35 
is used by the claim to mean "ammonium" or "phosphonium", while the accepted 
meaning is "a group bearing both a positive and a negative charge." Ammonium and 
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phosphonium each bear one negative and no positive charge. The term is indefinite 
because the specification does not clearly redefine the term. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claim 51 is rejected under 35 U.S.C. 102(a) and 102(e) as being anticipated by 
US 6416740 (740). 740 discloses the administration of a composition to an animal, 
wherein the composition comprises particles of a polymer matrix into which is absorbed 
aqueous liquid, the particles having diameters in the range of 100 microns to 1 mm 
(1000 microns), wherein the surface of the particles express zwitterionic lipids (see 
abstract; col 4, lines 22-31; col 6, lines 5-8; col 20, line 46; Figures 1-3; Claim 1). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 1 03(a). 

Claims 51 and 70-78 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 1 1 -322948 (JP '948; A machine translation of this document is provided and 
will be referenced to hereafter). JP '948 discloses a therapeutic composition comprising 
particles of a polymer matrix into which is adsorbed aqueous liquid, the particles having 
diameters in the range of 1 nm to 100,000 nm (100 microns) (see abstract; If 4-17, 27- 
29; Claims 1-3). The spherical particles comprise a copolymer of 2-(methacryloyloxy) 
ethyl 2-(trimethylammonio) ethyl phosphate and n-butyl methacrylate, wherein the 



Application/Control Number: 10/528,829 Page 5 

Art Unit: 1618 

zwitterionic 2-(trimethylamnnonio) ethyl phosphate is expressed on the surface (see H 
27-29). JP '948 teaches the utility of the composition as a drug delivery system for 
therapeutic treatment (see H 1-3). 

JP '948 fails to disclose the diameter range 40 to 4000 microns. JP '948 further 
fails to explicitly teach administration of the composition to an animal for therapy or 
diagnosis. 

It would be obvious to one of ordinary skill in the art at the time the invention was 
made to administer the composition disclosed by JP '948 to an animal for therapeutic 
treatment, with a reasonable expectation of success, as JP '948 teaches the utility of 
the composition as a drug delivery system for therapeutic treatment. It would be further 
obvious to find the instantly disclosed diameter range of 40 to 4000 microns through 
routine experimentation, as the diameter range disclosed by JP '948 of 1 nm to 100 
microns overlaps with this range, to produce more effective drug delivery systems. See 
MPEP§ 2144.05, II. 

Instant Claim 76 depends from Instant Claim 47 and the latter claim is directed to 
the properties of the composition when embibed with physiological saline at room 
temperature. Instant Claim 78 depends from Instant Claim 49 and the latter claim is 
directed to the properties of the composition when imbibed with water. Although JP 
'948 does not disclose all the characteristics and properties of the composition 
disclosed in the present claims, based on the substantially identical process using 
identical components, the Examiner has a reasonable basis to believe that the 
properties claimed in the present invention are inherent in the composition disclosed by 
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JP '948. Because the PTO has no means to conduct analytical experiments, the 
burden of proof is shifted to the Applicant to prove that the properties are not inherent. 
""[T]he discovery of a previously unappreciated property of a prior art composition, or of 
a scientific explanation for the prior art's functioning, does not render the old 
composition patentably new to the discoverer." Atlas Powder Co. v. Ireco Inc., 190 F.3d 
1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 1999). Thus the claiming of a new use, 
new function or unknown property which is inherently present in the prior art does not 
necessarily make the claim patentable. In re Best, 562 F.2d 1252, 1254, 195 USPQ 
430, 433 (CCPA 1977)." MPEP 21 12, I. 

Claims 52-53 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
1 1-322948 (JP '948) in view of WO 0103666 (WO '666) in further view of Ishihara et al 
(Ishihara et al, Molecular design and preparation of bioinspired phospholipid polymer as 
novel biomaterials, Polymer Preprints, 2001, 42(2), 117-118). The relevant portions of 
JP '948 are provided above in the rejection of Claims 51 and 70-78 under 35 U.S.C. 
103(a). JP '948 fails to teach administering the composition to an animal to form an 
embolus. 

WO '666 teaches that polymeric materials comprising phosphoryl choline (2- 
(trimethylammonio) ethyl phosphate) serve as effective embolization materials (see 
abstract; page 1, lines 6-14; page 6, lines 1-17; Claim 17). 

Ishihara et al teach the excellent biocompatible and antithrombogenic properties 
of acrylate copolymers of 2-methacryloyloxyethyl phosphorylcholine (2- 
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(methacryloyloxy) ethyl 2-(trimethylammonio) ethyl phosphate) and their administration 
to the arteries of a patient (see Experimental Section; Conclusion). 

It would be obvious to one of ordinary skill in the art at the time the invention was 
made to administer the composition disclosed by JP '948 to the arteries of an animal, 
with a reasonable expectation of success, to form an embolus, as WO '666 teaches the 
effectiveness of phophorylcholine polymers as embolization materials and Ishihara et al 
teaches the biocompatible and antithrombogenic properties of such compositions. 



Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAUL DICKINSON whose telephone number is 
(571)270-3499. The examiner can normally be reached on Mon-Thurs 9:00am-6:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Hartley can be reached on 571-272-0616. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael G. Hartley/ Paul Dickinson 

Supervisory Patent Examiner, Art Unit 1618 Examiner 

AU1618 



May 19, 2008 



